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PATENTS 

1. Claims — Broad or narrow — 

Markush type — In general 
(§20.2051) 

Pleading and practice in Patent Office 

— In general (§54.1) 

Patent and Trademark Office has one 
practice with respect to claims directed to 
compounds per se, and different one when 
they are directed to process or composition 
involving combination of ingredients 
wherein Markush-typc definition-by- 
enumeration is used in defining process 
step or composition element. 

2. Board of Appeals — Procedure and 

practice (§19.45) 

Claims — Broad or narrow — 
Markush type — In general 
(§20.2051) 

Patent and Trademark Office Board of 
Appeals has perfect right to rely on rules, 
principles, or tenets derivable from cited 
cases that would enable ii to determine 
whether claims before it were, or were not, 
in proper form to be examined for paten- 
tability, hut there is no "doctrine* wilh 
respect to Markush practice. 

3. Pleading and practice in Patent Office 

— In general (§54.1) 

Patent applications arc examined in Pa- 
tent and Trademark Office for compliance 
with statutory provisions of 35 U.S.C. 100, 
101, 102, 103, and 112; these are considered 
to he examinations "on the merits." 

4. Applications for patent — Divisional 

(§15.5) 

Claims — Broad or narrow — 
Markush type — In general 
(§20.2051) 

Joinder of invention — In general 
(§42.1) 

Pleading and practice in Patent Office 

— Rejections (§54.7) 

Applicant has right to define what he 
regards as his invention as he chooses, so 
loom as his definition is distinct and sup- 
ported hy enabling disclosure, but there is 
possibility, of su<h thing as "improper 
Markush grouping." although it does not 
have specific statutory basis. 



5. Claims — Broad or narrow — 

Markush type — Chemical 
(§20.2053) 

Joinder of inventions — Tests of 
(§42.9) 

Claimed compounds that all belong to 
subgenus that is not repugnant to scientific 
classification are part of single invention so 
that there is unity of invention and Markush 
grouping was proper. 

6. Applications for patent — In general 

Claims — Broad or narrow — 
Markush type — In general 
(§20.2051) 

Joinder of invention — In general 
(§42.1) 

Each case involving propriety of Markush 
groupings must be decided on its facts on 
case by case basis; Court of Customs and 
Patent Appeals adheres to holding in In re 
Weber, 198 USPQ 328, and In re Haas, 198 
USPQ 334; unity of invention concept is not 
to be confused with "misjoinder" under 35 
U.S.C. 121 rejection; "unity of invention" is 
appropriate term to apply where unrelated 
inventions are involved, that is, inventions 
that are truly independent and distinct. 

7. Court of Customs and Patent Appeals 

— Issues determined — In general 
(§28.201) 

Alleged error that is not argued is deemed 
abandoned. 

Particular patents — Dyestuffs 

Harnisch, Ooumarin Compounds, rejec- 
tion of claims 1 and 3 through 8, reversed. 



Appeal from Patent and Trademark Of- 
fice Hoard of Appeals. 

Application for patent of Horst Harnisch, 
Serial No. 559,978, filed Mar. .19, 1975. 
From decision rejecting claims I and 3 
through 8, applicant appeals. Reversed. 

Leonard Horn, New York, N.Y., for 
appellant. 

Joseph I 4 '. Nakamiira (Fred K. McKelvey, of 
counsel) for ( lommissioncr of Patents and 
Trademarks. 

Before Markey. Chief Judge, Rich, 
Baldwin, and Miller, Associate Judges, and 
l ord. Judge.* 



* l"ln- I Iomoi "ililr Muri;:tn Ford. JihIhc I 'niled 
Sl;iles Customs Court, sillini* hy designation. 
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This appeal is from the decision of the 
United States Patent and Trademark Office 
(PTO) Board of Appeals (board) rejecting, 
under 37 CFR 1.196(b), claims 1 and 3-8' of 
appellant's application, serial No. 559,978, 
filed March 19, 1975, for "Coumarin Com- 
pounds," on the sole ground that these 
claims are "drawn to improper Markush 
groups." We reverse. 

The Invention 

The claimed compounds encompass 
coumarin compounds useful as dyestuffs. 
Some of them may be used as intermediates 
to make other dyestuffs. Claim 1 is represen- 
tative and reads as follows: 

1. Courmarin compounds which in one of 
their mesometric limiting structures cor- 
respond to the general formula 




X represents aldehyde, azomethine, or- 
hydrazone, 

K* represents or alkyl, 

//represents hydrogen, alkyl, cycloalkyl, 
araikyl, aryi or a 2- or 3-membered 
alkyiene radical connected to the 6-. 
position of the coumarin ring and 

/* represents hydrogen, alkyl, cycloalkyl, 
or a 2- or 3-membered alkyiene radical 
connected to the 8-position of the 
coumarin ring 

and wherein 

Z' and Z* conjointly with the N 
atom by which they are bonded can 
represent the remaining members of an 
optionally benz-fused heterocyclic ring 
which, like the ring A and the alkyl, 
araikyl, cycloalkyl and aryl radicals 
mentioned, can carry further radicals 
customary in dye-stuff chemistry. 

Claims 3-6 depend from claim I, adding 
further limitations with respect to the sub- 
stitutents; claim 7 is an independent claim 
of the same type as claim 1 but of much 
greater length in naming substituents, and 
claim 8 depends therefrom as well as from 
claim 4. 



1 The board also newly rejected claim 6 as in- 
definite under 35 USC 112 due to an improper 
dependence and claim 8 as improperly dependent 
from two claims, 7 and 4. Appellant 
acknowledges in his brief that no appeal is taken 
from either of these rejections, wherefore we need 
not consider them. 



The instant coumarins are said to be 
useful for dyeing synthetic or natural fibers, 
plastics, and liquids such as oils and lac- 
quers. Of apparently significant commerica! 
value is the dyeing of either the aqueous or 
organic based inks preferred in rotary 
gravure printers for non-textile articles. 

Clear shades of yellows to oranges are 
purportedly achieved with good fastness 
properties. In addition, a strong chartreuse 
to yellow fluorescence supposedly occurs 
upon exposure to either natural or ul- 
traviolet light. The fluorescence is said to be 
especially suitable for tunable dye lasers. 

The Rejection 

The examiner, relying on no prior art, re- 
jected claims 1 and 3-8 under 35 USC 121 
"as containing an improper Markush group 
and misjoinder. " More explicit reasons were 
said to be set forth in the earlier Office Ac- 
tion of May 12, 1976. In that action the ex- 
aminer enumerated ten species of com- 
pounds encompassed by the claims. Beside 
each group he listed the various PTO class 
260 subclasses into which the species fall. 

The significance of this segmentation was 
declared to be twofold. In the examiner's 
words, 

A reference anticipating one member 
[of the listed groups] would not render 
any other member obvious under 35 USC 
103. The members are not so few in 
number or so closely related that a search 
and examination of the entire claim can- 
not be made with [sic, without?] serious 
burden. 

The Board 

The board summarily reversed the rejec- 
tion of the appealed claims under 35 USC 
121. Citing our decisions in In re Weber, 
580 R2d 455, 198 USPQ 328 (CCPA 1978), 
and In re Haas, 580 F.2d 461, 198 USPQ 
334 (CCPA 1978), decided subsequent to 
the examiner's rejection, the board stated 
that "35 USC 121 does not form the basis 
for rejection of a claim * * *." 

A new rejection was then made by the 
board under 37 CFR 1 . 1 96(b), 3 rejecting the 
claims as "drawn to improper Markush 
groups." After a lengthy listing of decisions 
from 1925 to 1953 reviewing "Markush 
practice, " by the Commissioner, the board, 



1 37 CFR 1.196(b), in relevant part, reads: 

(b) Should the Board of Appeals have 
knowledge of any grounds not involved in the 
appeal for rejecting any appealed claim, it may 
include in its decision a statement to that effect 
with its reasons for so holding, which statement 
shall constitute a rejection of the claims. • • * 
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and this court,' the hoard expounded its 
theory of the propriety of its new "improper 
Markush group" rejection solely on the 
basis of "judicially created doctrine," as' 
follows (our emphasis): 

Applying the facts of this case to the 
principles enunciated, we find that the 
members of the Markush groups of the 
claims do not belong to a known or 
recognized genus and possess widely 
different physical or chemical properties. 
Aside from the obvious fact that the com- 
pounds encompassed by the claims are not 
functionally equivalent, said compounds, 
considered as a whole, are so dissimilar and 
unrelated chemically or physically that it ivould 
be repugnant to accepted principles of scientific 
classification to associate them together as a 
generic group. For example, the types of 
derivatives encompassed by the Markush 
claim may include poly fused 
N-heterocyclics, cyclic, acyclic and 
aromatic amines, aryloxyalkylamines, 
amides, sulfonamides, phi halimides, 
quaternary ammonium sails, phosphorous 



1 As detailed by the board: 

Markush practice has a long history in the Of- 
fice dating back to at least Kx parte Markush, 
1925 CD 126, 340 (X; 8.V>. Since that time, the 
Office and the Court of Customs and Patent 
Appeals had considered rejections based on (he 
propriety and/or limitations of Markush-type 
( hums. See, for example, Kx parte Palmer el al. 
1 930 CD 3. 398 <)C 707; Kx. parte Burke, 1 934 
( :l ) 5, 44 1 <>( i 509; Kx parte Dahlen. 1934 ( 11 > 
9, 44 I ( )( I 510; In re Swenson el al, 30 CCIW 
7M, 132 K2d 336, PM3 CI) 175, 56 USPQ IXU 
(1942): In re Haas et ,,|, 31 CCPA 895, 141 
l\2d 122, 1944 CI) 234, 60 US PQ 544 (1944); 
In re Kingston, 32 CCPA 1013, 149 R2d IKK 
1945 CI) 297, 65 USPQ 371 (1945); In re 
Ru/.icka et al, 32 CCPA 1165, 150 F.2d 550, 
1945 CD 449, 66 USPQ 226 (1945); In re 
Archbold, 33 CCPA 725, 151 F.2d 350, 1946 
CD 63, 67 USPQ 102 (1945); In re Thompson 
et al, 33 CCPA 942. 154 F.2d 189, 1946 CD 
280, 69 USPQ 148 (1946); In re Winnek. 34 
CCPA 94d. 160 K2<J 572. 1947 CD 280, 73 
USP0 225 (1917); In rr (ones, 34 CCPA 1150, 
162 l\2d 479. pM 7 CD 481. 74 USPQ 149 
{ 1947); In re May n al. M* < :< V.\ 833. 172 K.2d 
593. 1949 ( :l) I 1 9, XI) t SP(.) S|S ( 1 9-|9); In re 
Sclieclilcr el al. lOCCPA |f)09, joS \-\2t\ 185, 
1953 CD 323. 98 ( SPO I II (P>SM. 

Additional analysis «»l M.ukusli [uactiee 
appears pariieularly in tin 1 lt»llu\viin» aiiieles: 

Kelly el al.. Markush Claims. 37 JPOS 
1 6*1 (1955). (a 75-|iat«e exliauslive review id' 
I lie praeliee liy a conn nil lee til' ihe Miehii>au 
Patent Kavv Association). 

VVallrrseheiil, Markusli Praeliee 
Krvisilnl. 61 )P< )S 2/0 ( 1 979). 
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heterocyclics, phosphates, aldehydes, 
azomethines, hydrazones, ethers, esters, 
halogens, alcohols, nitriles, piperidines, 
furanes, pyrroles, indoles, amongst others. 
It is clear that on this record the involved 
compounds cannot be considered functionally 
equivalent, in fact, some being no more 
than intermediates for the others. The 
foregoing is borne out by the record 
wherein appellant discloses that the various 
groups or compounds possess different physical or 
chemical properties. Nowhere in the record 
has it been established or even alleged 
that the variety of compounds included 
within the explicit scope of the claims are 
recognized by the art as being functionally 
equivalent. The functional groups in- 
volved herein, as emplified above, are so 
structurally diverse they would be ex- 
pected to possess dissimilar and unrelated 
chemical and physical properties. The mere 
fact that there is a single structural similarity 
{i.e., the connmrin group) is not in itself suf- 
ficient reason to render all the embodiments func- 
tionally equivalent, particularly when the ul- 
timate properties of the final products would not 
be. expected to possess any recognized functional 
relationship. Thus, the fact that the 
coumarins are in most part indicated as 
being dyestuffs (others being in- 
termediates for dyes) is not sufficient, 
since, depending upon their structure, 
they may be subject to different modes of 
application and use. 

Appellant V l*o.\ition 

Appellant, picking up the boards state- 
ment ih.n its rejection "has basis in judicial- 
ly created doctrine," as shown by the cases 
it cited, rather than in the patent statutes, 
asks this court, first; whether claims can be 
rejected on a judically-created doctrine 
rather than on some statutory basis, such as 
35 USC 121 on which the examiner relied. If 
they can, then appellant asks, second, 
whether the compounds claimed are suf- 
ficiently closely related to be joined in the 
same claim. 

On the first point, appellant seems to 
assume some unstated specific "doctrine" 
on which the board acted, against which he 
inveighs, and which he says cannot stand, 
urging us not to create a "doctrine. " 

( )u the second point, appellant discusses 
the fact situation underlying the appealed 
rlaittis, showing that the compounds are all 
(lycslulfs, thai the members of group X, 
claim I. arc closely related, thai the com- 
pounds are all coumarins, and cites two 
board opinions reversing rejections by the 
examiner of claims structured similarly to 
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appellant's claims, namely, Ex parte 
Brouard, 201 USPQ 538 (Bd. App. 1976), 
and Ex parte Taylor, 167 USPQ 637 (Bd. 
App. 1969). The former case, like this one, 
involved a claim 24 to a dyestuff defined by 
structure containing, inter alia, a sub- 
stituent "B" the definition of which includ- 
ed a list of alternatives occupying about a 
column in the USPQ report. The rejection 
reversed was on the ground of "improper 
Markush group" and misjoinder of indepen- 
dent and distinct inventions. 

The PTO Position 

The solicitor's brief contains helpful 
digests of certain key cases selected from the 
many which discuss "Markush practice" 
from its inception in 1924 through 1979. It 
supports the board's new rejection on the 
ground the claims are drawn to "improper 
Markush groups." After stating that 
"Markush practice" is one of long standing 
and involves a vast body of precedent, the 
brief relies primarily on the following con- 
tentions: (1) there need not be a specific 
statutory basis for the rejection, citing by 
analogy obviousness-type double patenting 
rejections which are case-law based; (2) the 
materials set. forth in the "Markush group" 
ordinarily must belong to a recognized 
physical or chemical class or to an art- 
recognized class; and (3) the claimed group 
must not be "repugnant to accepted prin- 
ciples of scientific classification." 

A principal factual contention in the 
solicitor's brief is that appellant's claimed 
compounds include (1) dyestufTs, (2) in- 
termediates for making dyestuffs, or (3) 
both, and fails to reveal the utility per se of 
each compound. However, at oral argument 
the solicitor announced with admirable can- 
dor that, having considered appellant's rep- 
ly brief, he had concluded that there is in 
fact no class "(2)" because all of the claimed 
compounds are dyestufTs though some of 
them could also be used as intermediates to 
make still other dyestufTs. 

The solicitor also cited authority to the 
effect that each "improper Markush" case 
must be decided on the basis of its own facts. 
He also stated that current PTO "Markush 
practice" is as set forth in section 706.03(y) 
of the Manual of Patent Examining 
Procedure (MPEP), 3d ed., Rev. 46, July 
1976, reproduced in full as an appendix 
hereto. 

Opinion 

We will first express our views concerning 
the PTO's reliance on "judicially created 
doctrine" in its rejection of claims for "im- 
proper Markush grouping." Appellant in- 



jected this point into the case by contending 
that the PTO had no right to rely on doc- 
trine because a statutory basis for rejection 
must be stated. He also seems to contend 
that there is no "doctrine" and that while 
this court could create one it should not do 
so. In consequence, much of the oral argu- 
ment was involved with the court trying to 
find out from the solicitor what, if any, 
"doctrine' 1 was being relied on by the PTO, 
no clear answer being forthcoming — with 
good reason. 

Upon reflection and consideration of the 
cases cited by the board, the discussion of 
those and others by the solicitor, and the 
recorded history of Markush practice, it 
appears to us that all of the discussion of 
"doctrine" is beside the point because there 
is no "Markush doctrine." Appellant never 
made clear or specific what "doctrine" he 
was referring to and the solicitor, justifiably, 
was unable to point one out to us. 

"Markush" was the name of an applicant 
for patent (Eugene A. Markush) who 
happened to use in a claim a type of defini- 
tion of a genus or subgenus by enumeration 
of species, which he did not devise and 
which had been used before in patent 
claims/ The examiner considered the claim 
to be "alternative" in form, objected to it, 
and Markush petitioned the Commissioner. 
Assistant Commissioner Kinnan, in Ex 
parte Markush, 1925 CD 126 (Com. Pat. 
1924), approved the form of claim and 
granted the petition, thus requiring the ex- 
aminer to examine it for patentability. Thus 
the name "Markush" became attached to a 
type of claim expression, and that is all it 
connotes. As others rang changes on the 
type of expression used by Markush and ap- 
proved by Assistant Commissioner Kinnan, 
further decisions and opinions on petitions 
and in appeals ensued and a considerable 
body of case law evolved, approving and dis- 
approving various forms of Markush-type 
expression, from which cases a number of 
rules can be deduced. Like other bodies of 
case law, however, the body pertaining to 
what may properly be called Markush prac- 
tice has not been altogether consistent and 
has evolved through the years. Among the 



* The Markush opinion points out that in 
another division of the Patent Office claims "of 
this character" have been allowed, citing Patents 
Nos. 1,472,048 and 1,486,635, and that, long 
before that, Patent No. 901,675 contained claims 
in which "the letter R is used in a chemical for- 
mula as standing for CH^ or COOH" and that 
•such claims had frequently been allowed. 
Markush ultimately obtained Patent No. 
1,506,316, Aug. 26, 1924. 
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inconsistent decisions, some of them were by 
this court. In the PTO, one of the changes 
that took place was the abandonment of the 
rule against the use of "or" in an enumera- 
tion of alternative materials that might be 
used in a claimed invention, which rule was 
the basis of the objection giving rise to the 
Markush decision. A specific example will 
be found in MPEP 706.03(y). Not long ago, 
by a Notice under date of May 1, 1974, the 
PTO set up a "Practice Re Markush-Type 
Claims*' and later incorporated the Notice 
in MPEP section 803. Since the MPEP revi- 
sion of July 1978, that practice has not been 
followed because of two decisions of 1 his 
court and MPEP 803 now contains this 
statement: 

Practice Re Markush-Type Claims 

The subject matter formerly under I his 
subtitle has been cancelled in view of In- 
decisions In re Weber et nL IW USPQ 
328 (CCPA 1978); and In rr Haas, 198 
USPQ 334 (CCPA l«>78). 

Thus have decisions changed the Markush 
practice. 

[1] Ii is also dear lhal Markush practice 
docs not refer lo a sin^lv rule. As may be seen 
Iron) MPKP 70o.03(y) set forth in the 
appendix, the PTO has one practice with 
respect to claims directed to compounds per 
se and a different one when they are directed 
to a. process or composition involving a com- 
bination of steps or ingredients wherein the 
Markush-typc definilion-by-cnumcralion is 
used in defining a process step or composi- 
l ion element. 

In summary, there is no "doctrine" to be 
considered but only a body of case law. 
emanating from both "higher" and "lower" 
authority, not altogether consistent, the 
lafesi decisions lending to carry the most 
weight as precedent. 

|2| < !oming now lo appellant s first con- 
tention i hat the board had no right to rely 
on "jndicallv erealed doctrine. " we note 
that < i doctrine, bv definition, is, according 
to Hlark's Law I )ict iuuary, revised 1th ed., 

\ rule, principle, thcon. or lend of the 
law/' As i 1 . clear from the entice board opi- 
nion, what it meant v\as that it intended to 
relv on rules, principles, or n-nets derivable 
from I he cases it cited \\ hit ii wt mid enable it 
lo determine whether the claims before it 
wen- or were not in proper form to be ex- 
amined for patentability. < hiv ruling on this 
point is lhal it had a perfeei light to do so. 
Knt there is not one icliine" or rule; 
linn- are many. 

I lie next questions .ire whether the board 
correcilv interpreted the facls ami whether 



it correctly applied the rules of law derivable 
from the cases to the facts. Before con- 
sidering these questions, we take note of 
some recent history respecting Markush 
practice. 

[3] In the PTO, patent applications are 
examined for compliance with the statutory 
provisions of Title 35, United States Code, 
as set forth in sections 100, 101, 102, 103, 
and 112. These are considered to be ex- 
aminations "on the merits.'' There are also 
procedural questions arising under section 
121 and related PTO rules concerned with 
"restriction practice." See MPEP, Chapter 
800. As shown by the In re Haas cases/' 
issues arose from PTO refusal to consider on 
the merits single claims to groups of 
chemical compounds of broad scope unless 
each claim was first broken up into a 
plurality of claims of lesser scope. The first 
PT( ) position was that it would neither con- 
sider tint- >r jeel the claims, thus foreclosing 
appeal to the board or to this court. After 
this position was held to be a rejection, the 
PTO promulgated its May 1, 1974 Notice, 
which authorized rejection on the basis of 
§ 121, relating to restriction, thus combining 
the two matters of Markush practice and 
restriction practice. In Haas II (see note 6, 
supra), this court held that §121 could not 
be used as the basis for rejecting a single 
claim or compelling its replacement by a 
plurality of narrower claims before ex- 
amination on the merits would be made. 
Ilaas II was deci<led at the same lime as In 
i-r Weber, supra, involving similar issues, 
and Ilaas II was decided on I he basis of the 
opinion in Weber. We note that in Weber 
ihe majority Opinion regarded the "im- 
proper Markush grouping" reasoning of the 
hoard as having been merely "supportive of 
ihe rejection under §121 rather than alter- 
native lo if* and dealt only with the §121 
rejection, reversing it and remanding the 
case lo ihe PT( ) for consideration, separate- 
ly, of (he "improper Markush" rejection. 
The concurring opinion, by the present 
writer, pointed out with respect to lhal re- 
mand, lhal there existed a vast body of case 
law relating to Markush prae liee. We have 
not yet heard again from Weber, but the 
presenl case comes lo us in similar poslure, 
Note lhal this case involves an improper 
Markush rejection by ihe examiner based 
on § 121 which the board reversed in view of 



• Kx |»:irn- I laas, I7S [ >SVU 21/ {lid. App. 
I *>,'.!). rrursnl. In re 1 1; lis. IS?* KJ.I I (IS*. \7*> 
\ S\\) (,.M (<:<:l».\ WMrllaas I"). Kx parte 
llaas.~l.HK US IV 171 Hi,]. ..\pp. P>7M, ir\rrseu\ 
In re I l.i.is. SSIt I-..W -H.l. |'W USH.) H | (<:< :|»a 
i'> 'Sir ll.i.is II > 
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Weber, substituting its own improper.. 
Markush rejection based only on judicial 
precedent and divorced from §121. 

[4] Anent appellant's argument that the 
board should not be allowed to rely solely on 
judicial precedent, we think it should be 
clear from our actions in Weber and Haas II 
that we there recognized the possibility of 
such a thing as an "improper Markush 
grouping." We were and are aware that it 
does not have a specific statutory basis, as 
we are aware of an applicant's right to 
define what he regards as his invention as he 
chooses, so long as his definition is distinct, 
as required by the second paragraph of 
§ 1 12, and supported by enabling disclosure, 
as required by the first paragraph of §112. 
In re Wakefield, 57 CCPA 959, 422 F.2d 
897, 164 USPQ 636 (1970); In re 
Borkowski, 57 CCPA 946, 422 F.2d 904, 164 
USPQ 642 (1970). 

In the early years of the development of 
Markush practice, many of the cases in- 
volved the problem of clarity — avoiding the 
uncertainties of alternatives and the like. 
More recently, the cases have centered on 
problems of scope, which are related to 
enablement. Assuming enablement, 
however, there remains a body of Markush- 
practice law regarding Markush-type 
claims, particularly in the chemical field, 
concerned more with the concept of what 
might be better described as the concept of 
unity of invention. At least the term would 
be more descriptive and more intelligible in- 
ternationally than is the more esoteric and 
provincial expression "Markush practice." 
It is with this unity of invention concept in 
mind that we approach the propriety of the 
appealed claims. 

Over thirty years ago this court decided 
In re Jones, 34 CCPA 1150, 162 F.2d 479, 74 
USPQ 149 (1947), reversing an "improper 
Markush group" rejection of claims to 
chemical compounds which were 
growth-regulating compositions for plants, 
fungicides, and insecticides. Notwithstan- 
ding their various properties, the court 
found all of the compounds included in the 
claims were plant growth stimulants, thus 
having a common function. The court noted 
that in any Markush group the compounds 
'"will differ from each other in certain 
respects. " It laid down the proposition, with 
which the PTO agrees in its MPEP, that in 
determining the propriety of a Markush 
grouping the compounds must be con- 
sidered as wholes and not broken down into 
elements or other components. It also held, 
in agreement with the.b'oard, that each case 
of this type must be considered on its own 
facts. Citing Ex parte Clark, 1 1 USPQ 52 



(Com. Pat. 1931), a case decided by the 
author of the original Markush opinion, ; it 
noted that "the inclusion in Markush 
groups of compounds which differed widely 
in some respects, " namely, aliphatic, 
aromatic, and aralkyl compounds, had been 
permitted. It cited Ex parte Dahlen, 42 
USPQ 208 (Bd. App. 1938) as permitting 
the grouping of compounds having the same 
nuclei but side chains wherein there was a 
wide variation. It found the claims before it 
to cover compounds all belonging to a genus 
of tetralyl compounds having a substituted 
methyl group at position 6 and ruled that 
they had a community of properties justify- 
ing their grouping which was not repugnant 
to principles of scientific classification. 

[5] We regard the present case as similar 
to In re Jones, supra, and also the much 
later decision of the board in Ex parte 
Brouard, supra, in which the board reversed 
the examiner's "improper Markush" rejec-~~ 
tion. We conclude that the board here was 
factually in error in not recognizing that all 
of appellant's claimed compounds are dyes, 
as confirmed by the solicitor's admission. 
The board's reliance on its notion that some 
of the claimed compounds are "no more 
than intermediates" overlooked the now ad- 
mitted fact that they are dyes as well. Clear- 
ly, they are all coumarin compounds which 
the board admitted to be "a single struc- 
tural similarity." We hold, therefore, that 
the claimed compounds all belong to a sub- 
genus, as defined by appellant, which is not 
repugnant to scientific classification. Under 
these circumstances we consider the claimed 
compounds to be part of a single invention 
so that there is unity of invention as was 
held to be the case in Ex parte Brouard, 
supra, 201 USPQ at 540. The Markush 
groupings of claims 1 and 3-8 are therefore 
proper. 

[6] As stated above, we decide this and 
like cases on their facts on a case-by-case 
basis. It should also be clear from what we 
have said that we adhere to our holdings in 
In re Weber, supra, and In rc Haas (Flaas 
II), supra. Nothing we have said herein is 
intended to change or modify them in any 
way; nor do we think anything sa[d could be 
reasonably construed to have such an effect. 
The "unity of invention" concept is not to 
be confused with the "misjoinder under 35 
USC 121" rejection employed in In re 
Weber. In Weber we dealt wjth the use of 35 
USC 121, which deals only with restriction 
requirements, to support the rejection of a 
single claim. Here we are concerned only 
with the rejection of a single claim on the 
distinct ground that it is directed to an "im- 
proper Markush group." Reference to the 
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widely-recognized concept of "unity of in- 
vention" has been made in order to suggest 
an appropriate term to apply where unrelated 
inventions are involved — inventions which 
are truly independent and distinct. 7 This 
case, we find, does not involve such inven- 
tions. 

[7] Appellant expressly stated in his brief 
I ha I no appeal was being taken from the re- 
jection of claim 6 under 35 USC 112 or of 
claim H as improperly dependent. In addi- 
l i*»n, while appellant's reasons of appeal 
alleged error in the board's supposed dis- 
missal of claims 9-14 and 23-25, this alleged 
error has not been argued and is therefore 
deemed abandoned. The appeal with 
respect to claims 6, 8-14, and 23-25 is 
l herefore dismissed. 

The board's rejection of claims 1 and 3-8 
as based on "improper Markush groups" is 
reversed. 

Reversed 

[Appendix omitted. J 



Court of Customs and Patent Appeals 

•Southwire Company v. U.S. International 
Trade Commission et al. 

No. 80-21 
Decided June 2, 1980 

UNFAIR COMPETITION 
1. Court of Customs and Patent Appeals 
— Jurisdiction (§28.25) 

( !ouri of Customs and Patent Appeals, 
under Section 337(e) of Tariff Act of 1930, 
has jurisdiction to review International 
Tr;n le Commission determination in same 
manner and subject to same limitations 
and conditions as dec ision of Customs 
Conn: original appeal from derision of 
( liisfoms ( lourt must be tiled within sixty 
days after final judgment or order; however, 
c ross-appeal Ironi derision ol ( aislutns 
< I* m iff m. iv be tiled within fourteen days 



I Living mo^iii/ccl (lit- possiliilit v nf rejrciini; 
.i M;n kiisli I'tuiip lypr < >l* « Lt ii 1 1 mi i he basis oCii.1- 
clrpfiulciil and distinct invrniiniis. the V T< ) mav 
wish in ant ieipale anil lore.Mall jirixi-dur.il 
priiliti'iiis l»y exercising its mleinakiui» powers un- 
der \ > I l.S< I (i(n), wherein f In- views of iiilrrrslccl 
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of date on which first original appeal 
is filed, even if sixty day appeal period 
has expired. 

2. Court of Customs and Patent Appeals 

— In general (§28.01) 

Court of Customs and Patent Appeals 

— Jurisdiction (§28.25) 

Section 337(c) of Tariff Act of 1930 
directs Court of Customs and Patent 
Appeals to treat International Trade Com- 
mission like Customs Court in matters of 
appellate procedure; subsection (c) 
language was merely shorthand substitute 
for express procedural provisions parroting 
those that control procedure in customs 
appeals; however, effect of section is same, 
i.e., procedural rules applicable in customs 
appeals are carried over into ITC practice; 
thus. Section 337 creates exception to 
Fed.R.App.P. 20 by making available in 
I TC p r a c t i c e s a m c Ion rteen day 
cross-appeal period available in customs 
practice. 

3. Court of Customs and Patent Appeals 

— Jurisdiction (§28.25) 

Dismissals of first appeals that foreclosed 
need to file cross- appeals negates any effect 
of those appeals on cross-appeal period; es- 
tablishment of separate period for 
cross-appeals serves salutary purpose of 
avoiding needless employment of judicial 
process involved in II ling of original appeals 
in eases in which no such original appeals 
would be filed in absence* of appeal bv 
adversary. 

4. Court of Customs and Patent Appeals 

— Jurisdiction (§28.25) 

Kule respecting cross-appeals does not 
merely enlarge* period for original appeal 
from sixty days to seventy-four days from 
dale of dec ision being appealed; on con- 
trary, cross-appeal period is fourteen days 
from first original appeal, without regard to 
dec is ion date*; under Set lion 337 (rr) nf Tariff 
Act of 1931), International Trade Com- 
mission's positive- Nov. 23, \ l )7 ( ) deter- 
minations did not become* appealable until 
Jan. 23. I'WII; howe ver. Conn of Customs 
and Patent Appeals expresses no view 
respecting appeal period applicable lo 
original appeals from negative portions of 
ITC deiermiual ions containing both 
positive and negative findings. 

5. Court of Customs and Patent Appeals 

— Issues determined — In general 
(§28.201) 
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Court of Customs and Patent Appeals 
— Jurisdiction (§28.25) 

Parties to suit — In general (§49.1) 

Cross-appeals inherently involve matters 
not involved in underlying original appeal; 
parties not adversely affected by negative 
determinations of International Trade Com- 
mission have no standing to appeal its 
finding underlying' those determinations; 
patents and trade secrets that were involved 
in cross-appeal and did not form basis for 
any positive ITC determinations can never 
be made subject of original appeal, by 
appellants. 



Appeal from U.S. International Trade 
Commission; 206 USPQ 138. ^ 

U.S. International Trade Commission 
proceeding No. 337-TA-52, on behalf of 
Southwire Company, for exclusion of ap- 
paratus for the continuous production of 
copper rod, in which American Telephone 
and Telegraph Company, Western Electric 
Company, Inc., Nassau Recycle Corpora- 
tion, Krupp International, Inc., and Fried. 
Krupp GmbH, were respondents. From 
decision finding Tariff Act of 1930 Section 
337 violation, Krupp International, Inc. and 
Fried. Krupp GmbH appeal and Southwire 
Company cross appeals. On appellants 1 , 
American Telephone and Telegraph Com- 
pany's, Western Electric Company, Inc/s., 
and Nassau Recycle Corporation's motions 
to dismiss cross appeal/Motions denied. 

See also 206 USPQ 222 and 206 USPQ 
223. 

Edward. Dreyfus and Bernard Zucker, both 
pf New York, N.Y., for American 
Telephone and Telegraph Company, 
Western Electric Company, Inc., and 
Nassau .Recycle Corporation. „ 

Jeffrey Neeley for U.S. International Trade 
Commission Investigative Staff. 

Harvey Kaye, George H. Spencer. Sheldon 
I. Landsman, Deborah S. Strauss, and 
Spencer & Kaye, all of Washington, 
D r C, and Peter Stahlmann, Harrison, 
N.Y., for Krupp International, Inc. and 
Fried. Krupp GmbH. 

Victor M. Wigman, Herbert Cohen, George 
C. Myers, Jr., and Wigman & Cohen, all 
of Arlington, Va., Van C. Wilks, Herbert 
M. Hanegan, and Stanley, L. Tate, all of 
Carr611ton, Ga., and James Bratton, 
Thomas W. Rhodes, and Fred G. Boyn- 
ton, all of Atlanta, Ga., for Southwire 
Company. 



Before Markey, Chief Judge, and Baldwin 
and Miller, Associate Judges. 

Markey, Chief Judge. 

Krupp International, Inc. and Fried. 
Krupp GmbH (collectively, ll Krupp ,> ) 
appealed from a decision of the United 
States International Trade Commission 
(ITC) in investigation No. 337-TA-52, In re 
Certain Apparatus for the Continuous 
Production of Copper Rod, 206 USPQ 138. 
Southwire Company (Southwire) 
cross-appealed. American Telephone and 
Telegraph Company, Western Electric 
Company, Inc. and Nassau Recycle Cor- 
poration (collectively, "Bell") and Krupp, 
respondents below, move to dismiss the 
cross-appeal as untimely. We deny the 
motions. 

Background 

On April 1 1, 1978, Southwire filed a com- 
plaint with the ITC under Section 337 1 
of the Tariff Act of 1930, as amended, 19 
USC 1337, (Section 337), alleging that 
Krupp and Bell had engaged in unfair acts 
or unfair methods of competition by im- 
porting into and selling in this country 
certain apparatus used for the continuous 
production of copper rod. Krupp and Bell 
allegedly infringed five U.S. patents and 
misappropriated fourteen trade secrets 
owned by Southwire. 

Following an investigation, the ITC 
issued a COMMISSION MEMORAN- 
DUM OPINION and a COMMISSION 
DETERMINATION AND ORDER on 
November 23, 1979, 206 USPQ 138.' The 

1 Section 337 provides in pertinent part: 

Unfair practices in import trade 

(a) Unfair methods of competition declared 

unlawful 

Unfair methods of competition and unfair 
acts in the importation of articles into the 
United States, or in their sale by the owner, im- 
porter, consignee, or- agent of either, the effect 
or tendency of which is to destroy or substan- 
- tially injure an industry, efficiently and 
economically operated, in the United States, or 
to prevent the establishment of such an in- 
dustry, or to restrain or monopolize trade and 
commerce in the United States, are declared 
unlawful, and when found by the Commission 
to exist shall be dealt with, in addition to any 
other provisions of law, as provided in this sec- 
tion. 

J On March 29, 1979, the ITC terminated a 
portion of its investigation respecting three 
Southwire patents, finding respondent's activities 
licensed. Two of those patents were later held in- 
valid. On June 20, 1979, the ITC terminated 
another portion of its. investigation respecting an 



